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DETAILED ACTION 
i> This action is in response to Applicant's request for continued examination. No 
claims are amended. Claims 1-62 are presented for further examination. 

2> This is a non-final rejection. 

Continued Examination Under 37 CFR 1.114 
3> A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant 
to 37 CFR 1,114. Applicant's submission filed on 9.18.2006 has been entered. 

Priority 

4> The priority date of Applicant's application is August 3, 2001 because the instant 
application is not entitled to the priority date of its provisional application, 60/224,152. The 
effective filing date [of an application] is the filing date of the provisional application for any 
claims which are fully supported under the first paragraph of 35 U.S.C. 112 by the provisional 
application. MPEP 67o6.02(V)(D). That is, the instant application is only entitled to the 
priority date of the provisional application if the provisional application fully supports the 
claims under the written description and enablement requirements of 35 U.S.C §112. 
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Here, the provisional application fails to provide a supporting written description and 
also would not enable one of ordinary skill in the art to make and use the invention. The 
provisional application consists of 3 pages of generic description for an invention that 
combines voice portal and advertising methodology. The primary focus of the provisional is 
on providing interactive advertisements; the provisional discusses in broad strokes the 
purpose of the invention and various features but lacks any descriptive material as to specific 
elements and functionality as seen in the claims of the instant application. The provisional 
application's disclosure does not provide adequate written description of the claimed 
limitations nor would it have enabled one of ordinary skill in the art to make and use the 
claimed invention. 

For example, claim 1 discusses a text-to-speech transcoder, retrieving advertisements 
from a server, inserting the advertisements within requested web content and then 
forwarding the now combined content and advertisement to the transcoder for conversion to 
audio format. There is nothing in the provisional application that could be construed as 
supporting these features; there is no discussion of a transcoder, an advertisement server that 
stores advertisements in text-based format or converting the content and advertisements 
from text into an audio format. 

Because each claim limitation is not supported by the disclosure of the provisional 
application, the instant application is not entitled to the priority date of the provisional. 
Instead, the instant application the priority date of the instant application is the filing date of 
the application, August 3/2001. Therefore, the Wu reference qualifies as prior art against the 
instant application. 
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Response to Arguments 

5> Applicant's arguments have been considered but are moot in view of the new grounds 
of rejection set forth in this action. 

6> With respect to claim 9, Applicant argues that Logan fails to disclose notifying the 
advertisement server of user interaction with an advertisement. In the Office's view, Logan's 
teaching that the advertisement server keeps track of, for example, the volume and the 
playing speed at which the user listened to the advertisement can be interpreted as "user 
interaction" with the advertisement. That is, the user interacted with the advertisement by 
adjusting the volume at which the advertisement was played on his computer. Logan also 
teaches tracking which advertisements that a user skipped [column 28 «lines 5i-57»]. 
Therefore, Logan's teaching of tracking the volume at which the advertisement was played 
and which advertisements that a user skipped is interpreted as "user interaction". 

7> Applicants note that Logan teaches performing translation of text into audio at the 
client device which is contrary to Applicant's claim. The current rejection should overcome 
this concern. The new prior art teaches performing the translation of text into audio to play 
over a cellular telephone network to a user. While Logan is still relied upon as a secondary 
teaching, Logan is not relied upon to teach conversion of text. Instead, Logan is relied upon 
to teach advertisements and advertising servers in a text-to-audio system. 

It should be noted however that, unlike claims 1 and 9, this feature is not present in 
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claim 57. Claim 57 does not disclose translating the web content and advertisement at the 
server. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

8> Claims 1-56 are rejected under 35 U.S.C § 103(a) as being unpatentable over Dames et 
al, U.S Patent Publication No. 2002I0129067 ["Dames"], in view of Logan et al, U.S Patent. 
6.199.076 ["Logan"]. 

9> As to claim 1, Dames discloses a computer system configured to integrate advertising 
within Web content requested by users, comprising: 

a text-to-speech transcoder [0011, 0028], comprising: 

means for converting Web content from a text-based format to an audio 
format [oon, 0026, 0040]; and 

means for serving Web content in an audio format to a user client device via 
telephone link with the user client device [0007]; and 

a Web server that hosts Web content in a text-based format [0009, 0010 : server 
implied because Dames discloses HTML formatted content], comprising: 
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means, responsive to a user request via the client device for Web content, for 
retrieving related content[oo27, 0040 where: Dames discloses responsive to a user 
request, related content is retrieved to be placed into the template in place of the 
content markers]; 

means for inserting the retrieved advertisement within the user requested 
Web content [0040 : inserting text related to requested content (weather)]; and 

means for forwarding the user requested Web content and related content to 
the text-to-speech transcoder for conversion to an audio format and subsequent 
delivery to the user client device [0051 : "end user can listen to the content over a 
cellular telephone connection"]. 

Dames does not expressly disclose an advertisement server or inserting 
advertisements into the user requested content. 

io> In the same field of invention, Logan is directed a system for playing audio segments 
over a network and provides an implementation of converting text files into speech [see 
abstract]. Logan discloses: 

an advertisement server that host advertisements in a text-based format [Figure 1 
«item I35» | column 5 «lines 47'59»]; and 

inserting advertisements within the Web content [column 11 «lines 29-37»]. 

Logan discloses that the benefits of advertisements in a text-to-audio system include 
providing a means of defraying subscription costs and enabling companies to provide 
targeted advertising [column 44-67»]. 
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As noted, Dames does disclose retrieving user request related textual content and then 
inserting the textual content into the requested content. Based on Logan's disclosure, it 
would have been obvious to one of ordinary skill in the art to implement advertising into 
Dames' system. Dames already discloses inserting related content, such as sports scores, 
weather and financial news [0027, 0040]; the combination of Dames and Logan thus would 
provide a transcoding system whereby related advertising (content) is inserted into user 
requested Web content before it is played over a cellular telephone connection to a user. 

n> As to claim 2, Dames discloses selecting related content for insertion within user- 
requested web content in response to a user request for web content [0040]. 
Dames does not expressly disclose an advertisement server. 

I2> Further, Logan discloses utilizing an advertisement server [Figure 1 «item I30»]. It 
would have been obvious to one of ordinary skill in the art to have implemented Logan's 
advertisement server into Dames in order to incorporate advertisement functionality into 
Dames' text-to-speech system. Benefits from a combination include providing a means of 
defraying subscription costs and enabling companies to provide targeted advertising [Logan, 
column 44-67»]. 

I3> As to claim 3, Dames discloses retrieving content having a format and size compatible 
with user-requested Web content when the Web content is converted to an audio format 
[0040]. Dames does not disclose advertisements. 
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Logan discloses wherein means for selecting advertisements for insert within user- 
requested Web content comprises means for retrieving advertisements having a format and 
size compatible with user-requested Web content when the web content is converted to an 
audio format [Figure 4 | column 18 «lines 2i-45» | column 25 lines 35-50 where : Logan 
discloses the advertisements are inserted into a schedule table with the regular content, the 
advertisements in audio format like the requested content. The table ensures that the 
advertisements are of "compatible" size with the content as well]. 

Both Dames and Logan are concerned with providing content that will be compatible 
with the user-requested content [see Dames, 0011]. It would have been obvious to one of 
ordinary skill in the art to incorporate Logan's advertisement scheduling functionality into 
Dames' system to insure that advertisements (content) inserted into content are compatible 
with the web content. 

I4> As to claim 4, Dames does not disclose the advertisement having a predetermined 
time length. 

I5> Logan discloses retrieving an advertisement having a predetermined time length 
when delivered in an audio format [Figure 4 | column 18 «lines 2i-45» | column 23 «lines 40- 
45» I column 24 «lines 9'3i» | column 25 lines 35-50 | column 34 «lines 24'44» where : the 
advertisement is defined as a segment of content]. It would have been obvious to one of 
ordinary skill in the art to incorporate Logan's advertisement segments of predetermined 
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length into Dames' system to provide related content that is consistent with the user- 
requested content. 

i6> As to claim 5, Dames discloses the text-based format comprising VXML format 
[0026]. 

yj> As to claim 6, Dames does not disclose an advertisement server. 

i8> Logan discloses an advertisement server further comprising means for storing 
information associated with serving an advertisement to a user [Figure 1 «item I30» | column 
5 «lines 47'59» where : item 130 corresponds to an advertising server]. It would have been 
obvious to one of ordinary skill in the art to incorporate Logan's advertising server into 
Dames to provide a central location for storing advertisements. Such an implementation is 
desirable for allowing quicker and more efficient access to advertisements. 

I9> As to claim 7, Dames does not expressly disclose means for determining if a user 
listened to an advertisement in its entirety. 

20> Logan discloses means for determining if a user listened to an advertisement in its 
entirety [column 10 «lines 2i-29» | column 28 «lines 24'4i» : "start and end times" ]. It would 
have been obvious to incorporate Logan's billing techniques into Dames to insure that 
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subscriber billing is accurate and based on the viewing of advertisements of the users [see 
Logan, column 28 «lines 42-65»], 

2i> As to claim 8, Dames does not expressly disclose means for determining how many 
times a user listened to an advertisement. 



22> Logan discloses means for determining how many times a user listened to an 
advertisement [column 28 «lines 6-65»]. It would have been obvious to incorporate Logan's 
billing techniques into Dames to insure that subscriber billing is accurate and based on the 
viewing of advertisements of the users [see Logan, column 28 «lines 42-65»]. 

23> As to claim 9, as it substantially has the limitations of claim 1, see the rejection of 
claim 1, above, under Jimenez and Logan. Claim 9 differs primarily because it is directed 
towards interactive advertisements. Logan teaches interactive advertisements [column 27 
«lines Logan discloses means for notifying the advertisement server of user interaction with 
an advertisement [column 28 «lines 6-65»]. It would have been obvious to incorporate 
Logan's billing and advertisement functionality into Dames to insure that subscriber billing 
is accurate and based on the viewing of advertisements of the users [see Logan, column 28 
«lines 42-65»]. 



24> 



As to claim 10, Dames does not teach the claimed limitations. 
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25> Logan teaches: 

means for retrieving additional information associated with an advertisement in 
response to user interaction with the advertisement [column 10 «lines 44^6y» | column 31 
«lines i4-62»]; and 

means for delivering the additional information to the user client device in an audio 
format [column 31 «lines i4-62» where : hyperlinks retrieve further content. Logan teaches 
throughout his disclosure that his content includes text and audio format content]. 

It would have been obvious to one of ordinary skill in the art to incorporate Logan's 
interactive advertisements into Dames to enable additional content that is relevant to the 
user's interests to be retrieved, ensuring targeted advertisements and information. 

z6> As to claim n, Dames does not teach the claimed limitations. 

27> Logan teaches : 

means for recognizing one or more key words spoken by the user during delivery of 
an advertisement [column 31 «lines 48-62» : "voice command response"]; and 

means for redirecting the user client device to additional audio content associated 
with the advertisement in response to recognition of one or more key words spoken by the 
user [column 31 «lines I4~62» where : hyperlinks retrieve further content. Logan teaches 
throughout his disclosure that his content includes text and audio format content]. 
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It would have been obvious to one of ordinary skill in the art to incorporate Logan's 
interactive advertisements into Dames to enable additional content that is relevant to the 
user's interests to be retrieved, ensuring targeted advertisements and information. 

28> As to claim 12, Dames does not disclose means for retrieving additional information 
from the advertisement server. 

29> Logan discloses means for retrieving additional information in response to user 
interaction comprises means for retrieving additional information from the advertisement 
server [column 3 «lines 22-3i» | column 17 «lines i8-27» ]. It would have been obvious to one 
ordinary skill in the art to modify Dames with Logan's advertisement interaction 
functionality. It would have been obvious to one of ordinary skill in the art to incorporate 
Logan's interactive advertisements into Jimenez to enable additional content that is relevant 
to the user's interests to be retrieved, ensuring targeted advertisements and information. 

30 As to claims 13 and 31, as they do not teach or further define over the previously 
claimed limitations, they are similarly rejected for at least the same reasons set forth for 
claim 2. 

3i> As to claims 14, 15, 21, 22, 32, 33, 40, 41, 50 and 51, as they do not teach or further define 
over the previously claimed limitations, they are similarly rejected for at least the same 
reasons set forth for claims 3 and 4. 
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32> As to claims 16, 23, 34, 42 and 52, as they do not teach or further define over the 
previously claimed limitations, they are similarly rejected for at least the same reasons set 
forth for claim 5. 

33> As to claims 17-19, 24-26, 35-38, 43~45j and 53-56, as they do not teach or further define 
over the previously claimed limitations, they are similarly rejected for at least the same 
reasons set forth for claims 6-8. 

34> As to claims 20, 27, 39 and 46, as they do not as it does not teach or further define over 
the previously claimed limitations, they are similarly rejected for at least the reasons set forth 
for claims 1 and 9. 

35> As to claims 28 and 47, as they do not teach or further define over the previously 
claimed limitations, they are similarly rejected for at least the reasons set forth for claim 10. 

36> As to claims 29 and 48, as they do not teach or further define over the previously 
claimed limitations, they are similarly rejected for at least the same reasons set forth for 
claim 11. 
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37> As to claims 30 and 49, as the y do not teach or further define over the previously 
claimed limitations, they are similarly rejected for at least the same reasons set forth for 
claim 12. 

38> Claim 57-62 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wu, U.S 
Patent Application No. 2003I0212759, in view of Logan. 

39> In regards to claim 57, Wu discloses a advertising server (figure 4-#54) that integrates 
interactive advertising within Web content requested by users ([0027] lines 12-15, [0032] lines 
1-6), comprising: 

means for selecting an advertisement for insertion within Web content requested by a 
user via a client device [0027, 0032] in communication with a Web server (figure 4), wherein 
the advertisement has a text-based format ([0025] lines 29-31) and is configured to be 
interactive when converted to an audio format; 

means for forwarding the selected advertisement to the Web server for insertion 
within the Web content requested by the user [0020, 0032 : delivered "in-band" with the 
requested content]; and 

means for receiving notification([oo3o], [0041] lines 17-30) from a text-to-speech 
transcoder (i.e. audio channel on or off) that the selected advertisement has been delivered to 
the user client device in an audio format ([0039] lines 8-12). 
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40 Wu is silent on means for storing information associated with delivery of the 
advertisement to the user client device. 

In the same field of invention, Logan discloses interactive advertisements and storing 
information associated with delivery of the advertisement to the user client device [column 
27 «line 58» to column 28 «line 65» where the server stores information about how the user 
played the advertisement such as volume and whether any ads were skipped]. It would have 
been obvious to one of ordinary skill in the art to incorporate Logan's advertisement tracking 
functionality into Wu's advertising system to benefit the companies by providing useful 
information to better target and utilize their advertisements [see Logan, column 28 «lines 42- 
57»]- 

4i> In regards to claim 58, Wu does not disclose storing information associated with user 
interaction. Logan discloses storing information associated with user interaction with the 
advertisement [column 22 «lines 20-25» | column 28 «lines 6-65»]. 

42> In regards to claim 59 Wu discloses the advertisement server of claim 57, further 
comprising means for providing additional information associated with the advertisement to 
the user client device in response to user interaction with the advertisement ([0027] lines 12 - 
24, [0041] lines 6-20). 
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43> As to claims 60 and 61, Wu does not expressly disclose retrieving advertisements 
having a format and size compatible with the user requested content or the advertisements 
having a predetermined time length, 

44> As to claim 60, Logan discloses wherein means for selecting advertisements for insert 
within user-requested Web content comprises means for retrieving advertisements having a 
format and size compatible with user-requested Web content when the web content is 
converted to an audio format [Figure 4 | column 18 «lines 2i-45» | column 25 lines 35-50 where 
: Logan discloses the advertisements are inserted into a schedule table with the regular 
content, the advertisements in audio format like the requested content. The table ensures 
that the advertisements are of "compatible" size with the content as well]. 

As to claim 61, Logan discloses retrieving an advertisement having a predetermined 
time length when delivered in an audio format [Figure 4 | column 18 «lines 2i-45» | column 23 
«lines 40-45» | column 24 «lines 9-3i» | column 25 lines 35-50 | column 34 «lines 24'44» where 
: the advertisement is defined as a segment of content]. 

It would have been obvious to one of ordinary skill in the art to incorporate Logan's 
advertisement scheduling functionality into Dames 1 system to insure that advertisements 
(content) inserted into content are compatible with the web content. Ensuring compatibility 
is both desirable and advantageous to the user and the content provider. 
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45> In regards to claim 62, Wu discloses the advertisement server of claim 57, wherein the 
text-based format comprises voice extensible markup language (VXML) format ([0028] lines 
11-17). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dohm Chankong whose telephone number is 571.272.3942. 
The examiner can normally be reached on Tuesday-Friday [7:30 AM to 4:30 PM]. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bunjob Jaroenchonwanit can be reached on 571.272.3913. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9K 
OR CANADA) or 571-272-1000. 
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